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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF FLORIDA

TRIPLE7VAPING.COM, LLC,
Plaintiff,
Case No. 16-CV-80855
VS.

SHIPPING and TRANSIT, LLC,

Defendant.

DEFENDANTS’ MOTION TO DISMISS PLAINTIFF'S COMPLAINT
Defendant, Shipping and Transit ("Shipping" or "Defendant"), through undersigned

counsel, and pursuant to Rule 12 of the Federal Rules of Civil Procedure, hereby move for

dismissal of Plaintiff’s Complaint. In support, Defendant would state as follows:
L INTRODUCTION

On May 31, 2016, the Plaintiff filed the instant action against Defendant seeking
declaratory judgment, including monetary damages, alleging violations of Maryland Commercial
Law 811-601, as well as declaratory judgment that four of Defendants Patents are invalid and not
infringed by Plaintiff. As will be discussed at length herein, there is no case or controversy that
exists between the parties. Defendant provided a signed covenant not to sue in favor of Plaintiff*
stating that infringement did not exist and Defendant would not file any lawsuit based on any of

Plaintiff's technologies. Therefore, the Complaint should be dismissed.

On January 6, 2016, Defendant sent Plaintiff a pre-suit communication ("Notice Letter")

alleging the likelihood of infringement of claims within Defendants patent(s), as well as alleging

! Please find a copy of the Signed Affidavit attached hereto as Exhibit A
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damages for past usage. (Dollard Decl.) at 7. Specifically, Defendant's letter focused on
Plaintiff's claims that it tracked a customer's package, and more importantly that Plaintiff
automatically notified their customers of the status of their order/package® "All Shipments

include a tracking number from USPS, which is automatically emailed to you once your

package has been processed and your tracking info will be emailed to you also be retained in

your login account history." 1d. at {7.

On January 10, 2016, Defendant's representative Edward Turnbull attempted to contact
Plaintiff via email to their customer service, providing a copy of the Notice Letter. (Dollard
Decl.) at 8.The following day, the undersigned was contacted by Plaintiff Jason Cugle to
discuss the notice letter sent the previous day. During this conversation, Mr. Cugle stated that his
shipping system was built by Noleeo Web Design ("Noleeo"). Following this conversation,
undersigned contacted Defendant to inquire as to whether Noleeo was licensed. Defendant

confirmed they were not. (Dollard Decl.) at 9.

On January 13, 2016, Mr. Turnbull followed up with Mr. Cugle via email, eventually
having a telephone conference. During this conversation, Mr. Cugle stated that his ordering
system was completely "manual™ and that the assertions on his website regarding automatic
notifications were false. After this discussion, Mr. Turnbull followed up with an email
confirming that Plaintiff's system was "manual” and that Defendant would need Plaintiff to sign
an affidavit confirming that Plaintiff's system was manual. (Dollard Decl.) at 110.The following

day, undersigned sent Mr. Cugle a proposed affidavit for his review. (Dollard Decl.) at {11.

2 The patents within Defendant's portfolio and associated claims therein address the use of many different technologies, methods and systems.
The status messaging-to-customers, including the creation of different status messages sent to customers/users and the actual sending of messages
to customers is an automated (not manual), element and or step of the associated claims within the portfolio. To be clear, a person manually
typing or creating each message individually is a manual part, element and or step (this is not automated). A person sending messages manually,
such as manually selecting one or more addresses, populating message body and subject line, and sending messages by a keystroke entry, is
manual and not automated.

% www.triple7vaping.com (January 5, 2016)
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The affidavit was simple and straightforward, and notwithstanding the negative
description within the complaint, nowhere did undersigned state that comments/edits from
Plaintiff were not welcome. The affidavit was simply to confirm Mr. Cugle's own statements that
the assertions on the Plaintiff's website regarding automated email notifications were false and

that Plaintiff's order system was "manual” and not automated. (Dollard Decl.) at {11.

Despite the inferences within the Complaint, the affidavit did contain the following
language "I understand that by signing below that I am subjecting myself to perjury in the event
any of the above statements are incorrect”, a commonly used provision within affidavits. The
provisions purpose is to make sure the affiant understands that he/she is attesting to is
truthfulness of the statements contained therein. If the affiant is being truthful regarding their

statements he/she should have no issue signing.

Defendant, has settled several matters, including instances where statements regarding a
systems capabilities are exaggerated in publically available information, through an affidavit

which included the perjury provision without objection.

On January 20, 2016, Mr. Turnbull sent an email to Mr. Cugle attempting to get status on
the affidavit. Unfortunately, he received no response. (Dollard Decl.) at §12. In the interim,
Defendant again reviewed Plaintiff's website and found that the statements regarding automated
email notifications were still present, despite Mr. Cugle's own admission that the statement was

false. Id. at §12.

Without a response to the affidavit attesting to manual notifications, as well as the

continued presence of automatic email notification claims, undersigned prepared a draft
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complaint®, which was forwarded to Mr. Cugle by Mr. Turnbull on January 29, 2016. (Dollard
Decl.) at 13. That same day, Mr. Cugle finally responded to Mr. Turnbull's previous email
regarding the affidavit saying he would review and get back with Defendant. (Dollard Decl.) at

f115.

On February 9, 2016, Mr. Turnbull followed up with Mr. Cugle regarding the affidavit.
Mr. Cugle responded by saying that they (Plaintiff) don't have the system we (Defendant) claim
they (Plaintiff) do. However, the false statement regarding automated email notifications was
still present on Plaintiff's website. Mr. Turnbull responded that Defendant still needed the
affidavit signed since the claims of automated email notification were still present. An alternative
resolution, a covenant not to sue, was offered in exchange for a lump sum payment of

$10,000.00, if Mr. Cugle was not interested in signing the affidavit. (Dollard Decl.) at 116.

Sometime after this exchange, Defendant again reviewed Plaintiff's website and found
that the false and misleading statements, as admitted to by Mr. Cugle in previous conversation,

regarding automated email notifications had been removed. As a result of removing these

statement(s) from Plaintiff's website, Defendant determined that obtaining an affidavit or

pursuing an infringement action was not warranted, and closed its file. (Dollard Decl.) at 118.

It was not until Plaintiff filed the present lawsuit that Defendant was even aware that a
controversy still existed between the parties, as it has closed its file months before. (Dollard

Decl.) at 119.

* The complaint was never filed.



Case 9:16-cv-80855-DMM Document 16 Entered on FLSD Docket 06/30/2016 Page 5 of 21

It's important for the Court to note, whom Plaintiff is represented by. Specifically,
Electronic Frontier Foundation ("EFF") co-counsel for Plaintiff, who is on a self proclaimed

crusade against US Inventors, such as Defendant, who are seeking licenses to their innovations.

This motive becomes clear in an article published the same day as the present litigation
was filed. The article, entitled "It's time to shut down the most prolific patent troll in the

country™®

appears on EFF's website, in which EFF and co-counsel proclaim that they are
handling this matter pro bono, as well as seeking out other potential litigants "Have you recently

been sued by Shipping and Transit or received a demand letter? Contact info@eff.org?"

The real issue here is, what is EFF, and counsel working with EFF, telling or not telling
potential clients like Mr. Cugle? Are they explaining the full ramifications of bringing forth an
action (ie the potential exposure of attorney fees if the matter is unsuccessful) or are these
litigants being used a means to an end for EFF. Clearly, Mr. Cugle and potentially other

unknown individuals/companies are being used as a pawn in EFF's crusade.

Defendant only brings the court’s attention to this fact because any controversy that may
have existed between Plaintiff and Defendant ceased when Plaintiff stated that their ordering
system was "manual”, thereby admitting that the statement(s) contained on their website
regarding automated email notification were false and misleading, and then removing said

statements regarding automatic shipment status messaging emails from their site.

Thus, without any controversy existing between the Parties, it appears that Mr. Cugle has
been convinced by EFF to pursue this action so that it's self proclaimed crusade against US

Inventors seeking licensing for their technology could continue.

® Please find a copy of the article attached here to as Exhibit B: https://www.eff.org/deeplinks/2016/05/its-time-shut-down-most-prolific-patent-
troll-country
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Upon reviewing the Complaint undersigned contacted Plaintiff's counsel to discuss the
basis of their allegations further, since no controversy existed between the parties. Undersigned
explained that it had closed its file months before because no controversy existed after Mr. Cugle
admitted that his shipment status messaging system was "manual” and removed the false and
misleading statement(s) regarding automated email notifications from Plaintiff's website.

(Dollard Decl.) at 120.

However, with the authority of Defendant, undersigned did offer to resolve the matter by
providing a Covenant Not to Sue ("CNS") in favor of Plaintiff. Counsel responded that her client

was not likely to accept, but that she would present it. (Dollard Decl.) at §21.

On June 13, 2016, Plaintiff's counsel followed up with an email asking undersigned to
put Defendant's offer in writing pursuant to "California Rules.” (Dollard Decl.) at 122. Over the
next week undersigned had several discussions with Defendant regarding the CNS. However,
prior to having an opportunity to provide a written CNS, Plaintiff's counsel responded via email
on June 17, 2016, stating "We have conveyed your offer of a covenant not to sue for past

conduct to our client, and they have declined." (Dollard Decl.) at 123.

On June 20, 2016, undersigned sent Plaintiff's counsel an email stating "Julie, thank you
for your email. To clear up any confusion from our conversation last Monday, and for settlement
purposes only under FRE 408, attached please find a signed Covenant Not to Sue by my client
for all past, present and future activities of your client. Please forward the attached CNS to your
client for discussion.” (Dollard Decl.) at 124. Two days later, on June 22, 2016, Plaintiffs counsel
responded stating "Our client has already rejected this offer when you made it before and has not

changed his mind." (Dollard Decl.) at 125.
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IR LEGAL STANDARD

Under Federal Rule of Civil Procedure 12(b)(6), a court may grant a motion to dismiss if
the complaint fails to state a claim upon which relief can be granted. The U.S. Supreme Court
has set forth the legal standard for addressing a motion to dismiss under Rule 12(b)(6) in Bell

Atl. Corp. v. Twombly, 550 U.S. 544, 562. The Court stated that, [w]hile a complaint attacked

by a Rule 12(b)(6) motion to dismiss does not need detailed factual allegations, ... a plaintiff’s
obligation to provide the grounds of his entitlement to relief requires more than labels and
conclusions, and a formulaic recitation of the elements of a cause of action will not do.” 1d. at

55; see also Baraka v. McGreevy, 481 F.3d 187, 195 (3d Cir. 2007) (stating that standard of

review for a motion to dismiss does not require courts to accept as true “unsupported conclusions
and unwarranted inferences” or “legal conclusions couched as factual allegations.”) Thus, for a
complaint to withstand a motion to dismiss, the “factual allegations must be enough to raise a
right to relief above the speculative level, ... on the assumption that all the allegations in the

complaint are true (even if doubtful in fact)...” Twombly, 550 U.S. at 555.

The U.S. Supreme Court has emphasized that, when addressing the sufficiency of a civil
complaint, a court must distinguish factual contentions and “threadbare recitals of the elements

of a cause of action, supported by mere conclusory statements.” Ashcroft v. Igbal, 129 S.Ct.

1937, 1949 (2009). When evaluating a motion to dismiss for failure to state a claim, a district
court must conduct a two-part analysis. First, the factual and legal elements of a claim should be
separated. 1d. The district court must accept all of the complaint’s well-pleaded facts as true, but
may disregard any legal conclusions. Id. Second, a district court must then determine whether

the facts alleged in the complaint are sufficient to show that the plaintiff has a “plausible claim
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for relief.” 1d. Put another way, a complaint must do more than allege the plaintiff’s entitlement

to relief. The complaint must “show” such an entitlement with its facts. 1d.

A complaint will be dismissed unless it “contains sufficient factual matter, accepted as
true, to “state a claim to relief that is plausible on its face.” 1d. This “plausibility” determination
will be “a context-specific task that requires the reviewing court to draw on its judicial

experience and common sense.” Fowler v. UPMC Shadyside, 578 F.3d 203, 211 (3d Cir. 2009).

. ARGUMENT

A) The Court lacks Subject Matter Jurisdiction to hear this matter since no case

or controversy exists between the parties and thus dismissal is appropriate:

The Federal Circuit in SuperSack, made it clear that "a patentee defending against an
action for declaratory judgment of invalidity can divest the trial court of jurisdiction over the
case by filing a covenant not to assert the patent at issue against the putative infringer with
respect to any of its past, present, or future acts.” Super Sack Mfg. Corp. v. Chase Packaging
Corp., 57 F.3d at 1054, 1058 (Fed. Cir.1995) (citing to Spectronics, 940 F.2d at 636-38, 19
USPQ2d at 1549-51).° The SuperSack court also stated that “the actual controversy must be
extant at all stages of review, not merely at the time the complaint is filed" and the burden as it
relates to the matter herein is on Plaintiff to "establish that jurisdiction over its declaratory
judgment action existed at, and has continued since, at the time the [counterclaim] was filed." Id

at 1058 (alteration in original) (internal quotations omitted).

® see also Benitec Australia, Ltd. v. Nucleonics, Inc., 495 F.3d 1340-1347-48 (Fed. Cir. 2007) (finding no case or controversy to support
declaratory judgment jurisdiction where patentee withdrew its infringement claims and covenanted not to sue the defendant for future
acts)(emphasis added); Microchip Technology, Inc. v. Chamberlin Group, Inc., 441 F.3d 936, 943 (Fed. Cir. 2006) (vacating district court's
summary judgment of patent invalidity entered after the patentee covenanted not to sue the declaratory judgment plaintiff because the district
court lacked subject matter jurisdiction at that point)(emphasis added)
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To determine whether a case or controversy exists in a declaratory judgment action, the
Supreme Court in Medlmmune stated, a "definite, concrete, touching the legal relations of parties
having adverse legal interests; and be real and substantial and admit of specific relief through a
decree of a conclusive character, as distinguished from an opinion advising what the law would
be upon a hypothetical state of facts” Medlmmune, Inc. v. Genetech, Inc., 549 US 118 (2007)
(quoting Aetna Life Ins. Co. v. Haworth, 300 US 227 (1937).) The court went a step further
finding that a court should inquire "whether the facts alleged, under all the circumstances, show
there is a substantial controversy, between the parties having adverse legal interests, of sufficient
immediacy and reality to warrant the issuance of a declaratory judgment.” Id. (quoting MD. Cas.

Co. v. Pac. Coal & Qil Co., 312 US 270, 273 (1941)).

In Super Sack, the patentee, filed a complaint for patent infringement against the
Defendant, whom denied infringement and counterclaimed for declaratory judgment. The case
proceed through several years of discovery and motion practice, until the patentee filed a Motion
to Dismiss "unconditionally agree[ing] not to sue Chase for infringement as to the any claim of
the patents-in-suit based upon the products currently manufactured and sold by Chase.” Id. The

trial court granted patentee's motion and dismissed the matter.

Defendant appealed arguing the patentee's "promise not to sue...[was] not memorialized
in a covenant, is too indefinite...fail[ing] to cover future products at all.” Id. The Federal Circuit
upheld the decision finding that "...it is clear that the trial court, fulfilling its obligation as the
first custodian of its own jurisdiction, dismissed the case for lack of actual controversy as

required by Article I11."” Id. The court also rejected the argument regarding future acts “the

" Hyloft, Inc. v. Jiangsu Sainty Shengtong IMP, Case No. CV-07-5819, 2008 WL 4184633 (C.D. Cal. 2008) the patentee provided a "Covenant
Not to Sue in which the patentee promised not to assert against the defendant any infringement claim based on the patents in suit with respect to

9
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residual possibility of a future infringement suit based on Chase's future acts is simply too
speculative a basis for jurisdiction over Chase's counterclaim for declaratory judgments of

invalidity.” Id.

Thus, a patentee, such as Shipping, can put an end to a patent infringement case by
covenanting not to sue the once accused infringer (ie Triple7) by providing a covenant not to sue
to an accused infringer, the patentee eliminates any case or controversy that may have existed

and effectively divesting a court of subject matter jurisdiction.

Here Defendant provided Plaintiff with a CNS shortly after litigation was filed, and
before a judicial determination of non-infringement® promising not to assert any claims of
infringement against the Plaintiff, thereby eliminating any case or controversy. Defendant has

not filed litigation nor is there any pending litigation claiming infringement against Plaintiffs.

Defendant has stated repeatedly herein, Plaintiff does not infringe the Defendants patents
and no case or controversy exists. Therefore, this Court should act in the same way many Hyloft

court did and dismiss Plaintiffs claims for declaratory relief.

B) The Maryland Act is Preempted by Federal Law:

In Count IX, Plaintiff alleges that Defendant has violated Maryland Commercial
Law8§11-1601 ("Maryland Act"). Specifically, Plaintiff alleges that "Shipping and Transit has

asserted in bad faith, and continues to assert in bad faith, that Plaintiff's infringe the Patents-in-

any previous or current product"”. Ultimately, the Court dismissed the infringement claims and counterclaims for invalidity, finding that it was
"divested of power under Article Il to determine whether the defendant was entitled to declaratory relief on its counterclaims."” Id.

8 see Benitec Australia, Ltd., 495 F.3d 1340, 1346 (Fed.Cir. 2007)(determining that even though the patentee acknowledged lack of
infringement...when it moved to dismiss its infringement claims, absent an adjudication on the issue of infringement, the covenant not to sue
removed the controversy over the defendants counterclaims) (emphasis added); Super Sack, 57 F3d at 1059 (holding a covenant not to sue, filed
after more than five years and a full discovery phase-but before any determination by the court on the issue of infringement-removed from the
field of controversy sufficiently actual to confer jurisdiction over defendants declaratory judgment counterclaims) (emphasis added); Medlmunne
11, 535 F. Supp. 2d at 1066 (noting that, with respect to the timing of a covenant, the only factor that matter under the Federal Circuit's apparent
bright line rule is whether a ruling on noninfringement has been reached)(emphasis added)

10
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Suit. Shipping & Transit's bad faith assertion of patent infringement violates the Act for several

reasons” (DE1, 1225).

Count IX should be dismissed on two grounds: 1) Plaintiff is no longer a Maryland
Corporation with standing to seek the relief sought, and 2) The Maryland Act is pre-empted by

Federal Law.

1) Plaintiff is no longer a Maryland Corporation with standing to seek

the relief sought:

First, Count IX is simply an attempt by Plaintiff to further their "crusade” to harass
Defendant, cause them unnecessary litigation expenses, intimidate them into ceasing their
business, look good to their subscribers in the hopes of increasing their donation base, and

continue their "crusade" against US Investors seeking licensing for their intellectual property.

The fact that Plaintiff is not even eligible to bring forth the present action highlights the
notion that this matter is simply an opportunity for EFF to further it's "crusade" against entities

like Defendant.

Plaintiff, by its own admission, is no longer a valid Maryland Corporation, "Triple7 was
terminated as a Maryland limited liability company and January 6, 2016." Plaintiff argues that
despite their dissolved status, they can still file suit, relying upon Maryland Law 84A-908(b),
"Triple7 continues to exist as a legal entity capable of bringing suit in order to do all acts

required to wind up its business and affairs."” (emphasis added) (DE 1, 113).

However, Plaintiff omits the is the full language of 84A-908(b),:

(b) Winding up. -- Notwithstanding the filing of articles of cancellation, the limited liability company continues to exist for
the purpose of paying, satisfying, and discharging any existing debts or obligations, collecting and distributing its
assets, and doing all other acts required to liquidate and wind up its business and affairs. (emphasis added)

11
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The relief sought by Plaintiff here is twofold, one, Declaratory judgment against
Defendant, which does not, even by the broadest definition possible, fall under "winding up" as

defined by 84A-908(b), and two, money damages under the Maryland Act.

The purpose of 84A-908(b) is to allow a dissolved/terminated company to continue to
exist for some period of time after being dissolved/terminated, in order to pay off/satisfy or
discharge any debts and obligations, as well as "collecting and distributing its assets, and all

other acts required to liquidate and wind up business and affairs.” 84A-908(b) (emphasis

added). Nowhere in the language of 84A-908(b) does it allow for a dissolved corporation to seek

out affirmative relief.

The parties herein have no debts between one another, Defendant is not owed any money
or have any debts in its favor against Plaintiff, nor can Plaintiff argue the same, and any
controversy that did exist between them ceased months prior to this litigation. And even if any
controversy still existed (which it does not), there is no way the pursuit of any alleged
controversy would be considered a winding up of business affairs. Furthermore, there is no
possible argument that any relief that the Plaintiff seeks herein would allow it to "...liquidate and

wind up its business and affairs." §4A-908(b).

2) The Maryland Act is pre-empted by Federal Law:

Second, the Maryland Act is pre-empted by Federal law, and as a result must be

dismissed.

"If a plaintiff bases its tort action on conduct that is protected or governed by federal
patent law, then the plaintiff may not invoke the state law remedy, which must be preempted for
conflict with federal patent law.” Hunter Douglas, Inc. v. Harmonic Designs, Inc. 153 F.3d 1318,

12
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1335 (Fed. Cir. 1998). What's more is Courts have consistently held that patent holders have the
right to send communications regarding the likelihood of infringement, "...make its [patent
holder] rights known to a potential infringer so that the latter can determine whether to cease its
allegedly infringing activities, negotiate a license if one is offered, or decide to run the risk of

liability.” Va. Panel Corp. v MAC Panel Co., 133 F.3d 860, 870 (Fed. Cir. 1997)°.

Federal Courts, including the US Supreme Court and US Court of Appeals, have made it
clear that sending letters regarding a person or entities patent rights is protected by not only the
US Constitution but US Patent law as well. "A patentee shall have remedy by civil action for
infringement of his patent.” 35 USC §281. Up holding this right, Courts have consistently
protected the ability of a patentee to "make its rights known to a potential infringer so that the
latter can determine whether to cease its allegedly infringing activities, negotiate a license if one
is offered, or decide to run the risk of liability.” Va. Panel Corp. v MAC Panel Co., 133 F.3d
860, 870 (Fed. Cir. 1997); see also Globetrotter Software, Inc. v. Elan Computer Grp., Inc., 362
F.3d 1367, 1374-1375 ("the federal patent laws thus bar state-law liability for communications

concerning alleged infringement so long as those communications are not made in bad faith).

By asserting their rights through pre-suit communication a patentee is protected from
State laws that aim to take away those rights, "we have held that federal patent law preempts
state law tort liability for a patentholder's good faith conduct in communications asserting

infringement of its patent and warning about potential litigation." id. at 1374°. Globetrotter

® see also Globetrotter Software, Inc. v. Elan Computer Group, Inc., 362 F.3d 1367, 1374 (Fed. Cir. 2004) ("A patentee that has a good faith
belief that its patents are being infringed violates no protected right when it so notifies infringers"); Virtue v. Creamery Package Mfg. Co., 227
U.S. 8, 37-38 ("Patents would be of little value if infringers of them could not be notified of the consequences of infringement"); Concrete
Unlimited, Inc. v. Cementcraft, Inc.,776 F.2d at1539 (“patent owner has the right to...enforce its patent, and that includes threatening alleged
infringers with suit")

¥ see also Coastal States Mktg., Inc. v. Hunt, 694 F.2d 1358, 1367 (5th Cir. 1983)("If litigation is in good faith, a token of that sincerity is a
warning that it will be commenced and a possible effort to compromise the dispute. This is the position taken by most courts that have
considered the question)

13
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went on to state that "our sister circuits, almost without exception, have applied the Noerr

protections to pre-litigation communications.” id. at 1376.

Recently in Activision TV, Inc. addressing a Nebraska Statute, similar to the Maryland
Act found that "as a matter of law that the state law claims are preempted, and the court further
finds that the defendants have failed to produced any evidence of objectively and subjectively
baseless claims and bad faith ." Activision TV, Inc.; MPHJ Technology Investments, LLC v. Jon

Bruning, et al, US Dist. Ct. Neb., 813-CV- 00215, Memorandum Order DE 189, Sept. 2, 2014,

Preemption can be overcome only by a showing of bad faith, "Federal patent law bars the
imposition of liability for publicizing a patent in the marketplace unless the plaintiff can show
that the patent holder acted in bad faith.” Hunter Douglas, Inc. v. Harmonic Designs, Inc., 153
F.3d 1328, 1336 (Fed. Cir. 1998). In order to show bad faith Globetrotter, quoting Professional
Real Estate'?, stated "lawsuit must be objectively baseless in the sense that no reasonable litigant
could realistically expect success on the merits. If an objective litigant could conclude that the
suit is reasonably calculated to elicit a favorable outcome, the suit is immunized under Noerr,

and an antitrust claim is premised on the shame exception must fail." id. at 1376.

Thus, in order to avoid preemption, the movant, in this matter Plaintiff, must show by
clear and convincing evidence that Defendant acted in an "objectively and subjectively baseless"

manner. =

Plaintiff's argues that Defendant failed to comply with the Maryland Act by not

conducting a pre-suit investigation, such that they have no reasonable basis to conclude that any

1 see id. at 1374 ("to avoid preemption, bad faith must be alleged and ultimately proven, even if bad faith is not otherwise and element of the tort
claim™)

12 professional Real Estate Investors, Inc. v. Columbia Pictures Indus., Inc., 508 US 49, 57, 113 S.Ct. 1920, 123 L.Ed.2d 611 (1993)

3 Globetrotter citing to Golan v. Pingel Enter., Inc., 310 F.3d 1360, 1371 (Fed.Cir.2002)"to show bad faith in Pingels actions, Golan must offer
clear and convincing evidence that Pingel had no reasonable basis to believe that the [accused infringing device] infringed Pingel's patents.” id. at
1377.

14
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of Plaintiff's products infringe Defendant's patents. As "support” Plaintiff argues Defendant did
not perform any reasonable pre-filing investigation to determine a basis for infringement and

failed to comply with the provisions contained in the Maryland Act.

Plaintiff's arguments that the Notice Letter was legally baseless are unsupported attorney
argument, based on hearsay and conclusory assumptions. What's more is Plaintiff makes these
allegations despite receiving claims charts in the Notice Letter. Speaking directly on this, Courts

have found:

Reasonable minds can differ as to claim construction positions
and losing constructions can nevertheless be non-frivolous. But,
there is a threshold below which a claim construction is

""so unreasonable that no reasonable litigant could believe it
would succeed" see iLOR, LLC v. Google, Inc., 631 F.3d 1372,
1377 (Fed. Cir. 2011) (emphasis added)

In the present matter Defendants conducted a reasonable pre-suit investigation that the
likelihood infringement existed, and Plaintiff has failed to show that Defendants positions are "so

unreasonable that no reasonable litigant could believe it would succeed" Id..**

Prior to the Notice Letter being sent, Defendant, as it does in every investigation of
infringement went through a conclusive and extensive process to determine that infringement
existed, wherein the inventor does an analysis of the potential companies infringement by
reviewing all available public information concerning a potentially infringing system including

the company's website. ** (Dollard Decl.) at 14.

¥ "presumption that the assertion of infringement of a duly granted patent is made in good faith" see iLor, LLC v. Google, Inc.

%5 In the context of patent infringement claims, where claimants may have very limited access to information prior to conducting discovery, courts
will evaluate a claimant’s pre-filing investigation in light of the evidence available at the time of filing. See Intamin, Ltd. v. Magnetar Techs.
Corp., 483 F.3d 1328, 1338 (Fed. Cir. 2007); Hoffman-LaRoche, Inc. v. Invamed, Inc., 213 F.3d 1359, 1365 (Fed. Cir. 2000).

15
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Following the Defendant's (ie Inventors) analysis the matter is then passed on to the
attorney, who reviews the companies systems, again through publicly available information to
determine, based on their research in comparison to their knowledge and understanding of the

patents, as well as the claims, if infringement exists. (Dollard Decl.) at 5.

If the likelihood of infringement exists, the Attorney drafts a Notice Letter to the
company alerting the Company to the potential infringement.'® (Dollard Decl.) at 6. The notice
letter includes the system(s) Defendant feels are infringing, along with claims charts, and a
detailed history of the patents and the inventor. Furthermore, the Notice Letter, as the one in this
matter did, includes a provision referencing a State's Bad Faith Infringement Act, if applicable, "
This Letter has been sent making every effort to comply with Maryland's Patent Abuse

Prevention Act. If any additional information is required please let us know in writing."

(Emphasis added) (Dollard Decl.) at 7.
Once the Notice Letter is completed Defendant attempts to make contact with the
Company to discuss the allegations and potential resolution. The investigation of Plaintiff's

system(s) was no different. (Dollard Decl.) at 7.

In the instant case, Defendants conducted a review of Plaintiff's systems and concluded
they likely infringed Defendant's patented technology. Specifically, Defendant found that
Plaintiff claimed to offer tracking services to its clients, and that it's ordering system provided

automated email notifications "All Shipments include a tracking number from USPS, which is

automatically emailed to you once your package has been processed and your tracking info will

18 The Federal Circuit and U.S. Supreme Court have held that sending pre-suit letters is a necessary component of enforcing patent rights so
Defendant’s claim to the contrary is null and void. See Va. Panel Corp. v. MAC Panel Co., 133 F.3d 860, 869 (Fed. Cir. 1997) (“[A] patentee
must be allowed to make its rights known to a potential infringer so that the latter can determine whether to cease its allegedly infringing
activities, negotiate a license if one is offered, or decide to run the risk of liability and/or the imposition of an injunction.”); see also Virtue v.
Creamery Pkg. Mfg. Co., 227 U.S. 8, 37-38 (1913) (“Patents would be of little value if infringers of them could not be notified of the
consequences of infringement, or proceeded against in the courts. Such action, considered by itself, cannot be said to be illegal.”).
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be emailed to you also be retained in your login account history"*’. Such capabilities likely

infringe claims within Defendants patents.

Defendant's then forwarded the potential infringer to Counsel for his review, and
thereupon Counsel for Defendant's conducted a review of Plaintiff's systems, based on publically
available information. Upon confirming that Plaintiff's systems likely infringed, Counsel drafted
the Notice Letter for the inventor to review and subsequently forwarded it to Plaintiffs on

January 6, 2016, requesting a response within thirty (30) of receipt. (Dollard Decl.) at 7.

On January 10, 2016, Defendant's representative Edward Turnbull attempted to contact
Plaintiff via email to their customer service, providing a copy of the Notice Letter. (Dollard
Decl.) at 18. The following day, the undersigned was contacted by Plaintiff Jason Cugle to
discuss the notice letter sent the previous day. During this conversation, Mr. Cugle stated that his
shipping system was built by Noleeo Web Design ("Noleeo"). Following this conversation,
undersigned contacted Defendant to inquire as to whether Noleeo was licensed. Defendant

confirmed they were not. (Dollard Decl.) at 9.

On January 13, 2016, Mr. Turnbull followed up with Mr. Cugle via email, eventually
having a telephone conference. During this conversation, Mr. Cugle stated that his ordering
system was completely "manual™ and that the assertions on his website regarding automatic
notifications were false. After this discussion, Mr. Turnbull followed up with an email
confirming that Plaintiff's system was "manual” and that Defendant would need Plaintiff to sign
an affidavit confirming that Plaintiff's system was manual. (Dollard Decl.) at 110. The following

day, undersigned sent Mr. Cugle a proposed affidavit for his review. (Dollard Decl.) at {11.

7 www.triple7vaping.com (January 5, 2016)
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As discussed previously, there were several back and forth's between the parties trying to
reach an appropriate remedy. Eventually, Plaintiff removed the false and misleading statements,

as admitted to by Mr. Cugle, regarding automated email notifications had been removed. As a

result of removing these statement(s) from Plaintiff's website, Defendant determined that
obtaining an affidavit or pursuing an infringement action was not warranted, and closed its file.'®

(Dollard Decl.) at {'s 12-17.

At no point in time during any conversations between the parties did Plaintiff, Mr. Cugle
or any representative of Plaintiff ever express confusion over the issues relayed in the Notice
Letter, nor did anyone on Plaintiff's behalf make a request to Defendant to provide any further
information®®. In fact, Mr. Cugle was the one who admitted the statements that his system
provided automated emails was false, and that the entire ordering system was "manual”, thereby

showing a clear understanding of the issues put forth in the Notice Letter.

Plaintiff's arguments seem to rely upon their opinion that Defendant did not conduct a
pre-suit investigation, offering no actual evidence that Plaintiff did not. Essentially, without any
evidence that Defendant didn't conduct an analysis, Plaintiff wants the Court to simply accept

their opinion that Defendant did not, which fails to meet the heavy burden upon Defendant.

The fact that Plaintiff may not agree with what Defendant's position is or feel that it is not

sufficient for a pre-filing investigation, does not matter.?® Unless Plaintiff can show by clear and

'8 A lawsuit was never filed against Plaintiff, money was never collected from Plaintiff, and Plaintiff never retained counsel in time frame they
were dealing with Defendant

9 Maryland Commercial Law §11-1603(b)(1)(ii) "the target requested the information described in item (i) of this paragraph, and the person
failed to provide the information within reasonable period of time;

% |n Q-Pharma the Court stated that "claim interpretation is not always an exact science, and it is not unusual for parties to offer competing
definitions of even the simplest claim language. In this case, however, it is not for us to determine whether Q-Pharma's pre-filing interpretation of
the asserted claims was correct, but only whether it was frivolous." Q-Pharma, Inc. v. Andrew Jergens Co., 360 F.3d 1295 (Fed. Cir.
2004)(emphasis added).
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convincing evidence that Defendant acted "objectively and subjectively baseless", Federal Law

is not preempted, and Plaintiff cannot proceed with a claim under the Maryland Act.*

Plaintiff has presented no evidence that would tend to show that Defendant has in fact
acted in "bad faith" ie that Defendant had no reasonable basis to believe that Plaintiff infringed
the patent in suit, but only offers their opinion that Plaintiff doesn't believe they infringe which

falls woefully short of proving that Defendant acted in an "objectively and subjectively baseless

manner.?

Without any evidence to prove Defendant acted "objectively and subjectively baseless™
the Maryland Act should be preempted and Plaintiff should be prevented from seeking relief

under this Act.

CONCLUSION

WHEREFORE, based on all of the above reasons, Plaintiffs respectfully request that the
Court grant all aspects of this Motion, enter an Order dismissing Plaintiff's entire complaint with

Prejudice together with all other relief the Court deems just and proper in this instance.

Dated: June 30, 2016 Respectfully submitted,

/s/ Jason P. Dollard
JASON P. DOLLARD, FBN: 0649821
jdollard@jpdesq.com
Leslie Robert Evans & Associates, PA
214 Brazilian Avenue, Suite 200

2 jd at 1377 "Our decision to permit state-law tort liability for only objectively baseless allegations of infringement rests on both federal
preemption and the First Amendment. The federal patent laws that impose tort liability for a patentholder's good faith conduct in communications
asserting infringement of its patent and warning about potential litigation. In addition, the same First Amendment policy reasons that justify the
extension of Noerr immunity to pre-litigation conduct in the context of federal antitrus law apply equally in the context of state-law tort claims."
see also ClearPlay, Inc. v. Nissim Corp., 2011 WL 3878363 *8-9 (S.D. Fla. 2011) (the court determined that federal patent law preempted the
state-law claim of violation of Florida's Deceptive and Unfair Trade Practices Act)

22 id at 1377 "Accordingly, the objectively baseless standard of Professional Real Esate applies to state-law claims based on communications
alleging patent infringement, such as those in this case. A Plaintiff claiming that a patent holder has engaged in wrongful conduct by asserting
claims of patent infringement must establish that the claims of infringement were objectively baseless."
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Palm Beach, FL 33480
Telephone: (561) 832-8322
Facsimile: (561) 832-5722
Counsel for Plaintiff
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CERTIFICATE OF SERVICE

| hereby certify that on June 30, 2016, | electronically filed the foregoing with the Clerk
of the Court by using the CM/ECF system. | also certify that the foregoing document is being
served this day, via email on the counsel listed below.

Julie S. Turner

Turner Boyd, LLP

702 Marshall Street

Suite 640

Redwood City, CA

650-521-5933

Email: turner@turnerboyd.com

ATTORNEY TRIPLE7VAPING.COM, LLC and JASON CUGLE
PRO HAC VICE

Vera Ranieri

Electronic Frontier Foundation

815 Eddy Street

San Francisco, CA 94109

Email: vera@eff.org

ATTORNEY TRIPLE7VAPING.COM, LLC and JASON CUGLE
PRO HAC VICE

Matthew S. Sarelson

Kaplan Young & Moll Parron

600 Brickell Avenue

Suite 1715

Miami, FL 33141

305-330-6090

Email: msarelson@kymplaw.com

ATTORNEY TRIPLE7VAPING.COM, LLC and JASON CUGLE
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COVENANT NOT TO SUE

Covenant not to sue executed on June _2», 2016, by Shipping and Transit, LLC, a
Florida Corporation, formerly known as ArrivalStar S.A. and Melvino Technologies Limited,
collectively referred to herein as Covenantors, to Triple7Vaping.com, LLC, a limited liability
company formally organized under the laws of the State of Maryland and Jason W. Cugle,
individually, collectively referred to herein as Covenantee.

Covenantors have not ever asserted that any claims of the patents listed in Schedule A
attached hereto, deal with or involve claims related to manual message creation and or manually
sending messages. Nor have Covenantors filed any actions related to the matters herein involving
Covenantee stating that Covenantee's manual message creation and or manually sending messages
(i.c. manually composing an email letting the customer know the order has shipped, and packages are
sent out and tracked via the designated carrier) infringe the claims of the patents listed in Schedule A
attached hereto.

Covenantors will never institute any action or lawsuit at law or in equity against
Covenantee, nor institute, prosecute, make allegations of, or in any way aid in the institution or
prosecution of any claims, demands, actions, or causes of action for damages, reasonable royalties,
lost profits, costs, expenses or compensation, whether past or present for or on account of any
damages, losses, injuries either to person or property, or both, whether developed or undeveloped,
resulting or to result, unknown or known, past or present, arising out of or relating in any way to any
claims of patent infringement of any of the patents for manual messaging (i.e. using one or more
employee(s), person(s), or human representative(s) sending emails or any other types of messages to
customers manually — not automated; ex. employee manually composing an email letting the
customer know the order has shipped, and packages are being sent out and tracked via the chosen
carrier), listed in Schedule A attached hereto.

Covenantor and Covenantee acknowledge and agree that this Agreement made
hereunder, is for compromise of doubtful and disputed claim or claims, and it is not to be construed
as an admission of liability on the part of ejther party, by whom liability has been expressly denied
herein.

Within Three (3) days of execution Counsel for the Parties shall execute and file a
Stipulation of Dismissal with prejudice and without costs, with each of the Parties to bear its own
counsel fees and expenses relating to Triple7Vaping.com, LLC., and Jason W. Cugle v. Shipping
& Transit, LLC, LLC Case No.: 9:16-CV-80855-DMM (the “Action”). This Stipulation of
Dismissal will be without prejudice of the right of any of the Parties to apply to the Court for
enforcement of this Agreement.

Covenantors expressly reserve all rights of action, causes of action, claims and
demands of whatsoever kind against any and all persons, bodies, entities or the like, of whatever
kind, that are not based on any rights of action, causes of action, claims or demands that any product
or service made, licensed or sold by Convenantee or any of its affiliates infringes any of the patents
for manual messaging (i.e. using an employee(s), person(s), or human representative(s) sending
email/s or any other types of messages to customers; ex. employee manually composing an email
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letting the customer know the order has shipped, and packages are being sent out and tracked via the
chosen carrier), listed in Schedule A attached hereto including originals, divisionals, provisionals,
reexaminations, continuations, continuations-in-part, extensions or reissues, applications for any of
the foregoing, any domestic, foreign, or international applications claiming priority from any of the
foregoing, and any patent or patent application to which any of the foregoing claims priority or issues
from, whether filed before, on or after the Effective Date, in all countries of the world.

This covenant shall bind Covenantors and Convenantee, their successors and assigns.

This instrument reflects the entire covenant between the Covenantors and the
Covenantee, and no statements, promises or inducements made by Covenantors or any agent of
Covenantors that are not expressly contained in this covenant not to sue shall be valid or binding,

This Agreement shall be govemned by Florida law.

This Agreement may be executed in one or more counterparts that may be delivered
by e-mail in portable document format (PDF), each of which counterpart shall be deemed an original,
but all of which together shall constitute one and the same instrument. Where a signatory signs in a
representative capacity, the signor represents and warrants that the signatory has the authority to sign
in that capacity.

If any provision of this Agreement is ever deemed prohibited by or invalid under
Florida law, such provision will be ineffective only to the extent such prohibition or invalidity,
without invalidating the remainder of such provision or of this Agreement.

All parties to this Covenant hereby expressly agree that the terms and existence of this
Covenant are and shall be treated as extremely and strictly confidential and shall not and will not be
disclosed under any circumstances unless expressly required by a written law or court order.

Covenantors and Covenantee have carefully read the foregoing covenant not to sue
and know and understand the content(s) thereof, both having acted upon the advice of their legal
counsel and have voluntarily entered into this covenant not to sue.

SHIPPING AND TRANSIT, LLC TRIPLE7VAPING.COM, LL.C
Name: % /C’ Sr'r. enn ; Name:

Dated: ___¢ f20//6 Dated:
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Its: Lo Its:

JASON W. CUGLE, Individaally

Name:

Dated:
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Schedule A

United States Patents

5,400,020
5,444,444
5,623,260
5,648,770
5,657,010
5,668,543
6,278,936
6,313,760
6,317,060
6,363,254
6,363,323
6,411,891
6,415,207
6,486,801
6,492,912
6,510,383
6,618,668
6,683,542
6,700,507
6,714,859
6,741,927
6,748,318
6,748,320
6,763,299
6,763,300
6,804,606
6,859,722
6,904,359
6,952,645
6,975,998
7,030,781
7,089,107
7,191,058
7,400,970
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Worldwide Patents

AT 257265
AT 273547
AU 2608700
AU 3393300
AU 3998401
AU 6284999
AU 6404799
AU 6453598
AU 7391696
BR 0007537
BR 0008670
BR 9808005
CA 2267206
CA 2283239
CA 2360288
CA 2363556
CA 2521206
CA 2528647
CN 1345413
DE 60104824
DE 69631255
EP 0929885
EP 0966720
EP 1261902
EP 1264296
MXPA01008914
WO 9814926
WO 001917]
W00019170



ELECTRONIC FRONTIER FOUNDATION

MAY 31, 2016 | BY VERA RANIER|

It's Time to Shut Down the Most Prolific Patent Troll in the
Country

Jason Cugle, if all goas well, will soon be able tae continue to operate his mail-order business
without fear of a spurious patent lawsuit. With any luck, so will thousands of other small
businesses that are often targeted by one of the worst patent trolis around.

Jason runs Triple7Vaping.com, a small Maryland business that sells products online and ships
them across the country. Jason doesn't run a high-tech operation: a customer orders a
product, Jason manually composes an email letting that customer know the order had shipped,
and packages are then sent out via tracked USPS mail.

In January, a company called “Shipping & Transit LLC" sent Jason—via his company—a demand
letter, claiming that Jason's activities infringed four patents, and demanding a license fee of
$25,000, In its demand letter, Shipping & Transit claimed to own various “tracking and
messaging technologies” that Jason’s website allegedly infringed. When Jason tried to explain
that his business didn't operate the way Shipping & Transit claimed, Shipping & Transit tried to
force Jason to sign an affidavit with confusing and unclear language under penalty of perjury.
When Jason didn't respond to Shipping & Transit’s demands, Shipping & Transit sent Jason a
document making it seem like his company had been sued, even though no lawsuit had been
filed.

Jason and his company have now fouaght back. Jason and his company, through EFF and with
generous pro bono assistance from Julie Turner of Turner Bovd and Matthew Sarelson

of Kaplan Young & Moll Parrén, have sued Shipping & Transit, asking the court to reject the
idea that Jason or his company owe anything to Shipping & Transit. In addition, the lawsuit
seeks to show how Shipping & Transit makes frivofous claims of infringement in order to
extract nuisance value settlements.

Jason is not the first target of Shipping & Transit's frivolous claims. Shipping & Transit has filed
over 500 lawsuits alleging patent infringement. Despite this remarkable number of lawsuits, no
court has ever decided the merits of Shipping & Transit's claims.

Instead, Shipping & Transit's lawsuits follow a familiar patent troll pattern, A lawsuit is filed
and quickly dismissed, often before the party accused of infringement even appears in the
lawsuit. From what we can tell, Shipping & Transit offers to settle lawsuits for well below the
cost of litigation, allowing it to sue hundreds of small businesses without ever needing to show
it has the right to, This appears to be stereotypical patent troll behavior: leveraging the cost of
litigation to get monay it doesn’t deserve.

This is not the first time EFF has encountered Shipping & Transit. As we wrote about last year,
Shipping & Transit used to be known as ArrivalStar. ArrivalStar notoriously sued local
municipalities for telling their citizens when a bus was due to arrive. Now, its campaign is

focused on smalil businesses who ship packages through carriers like FedEx, UPS, and USPS,

based on the fact that these small businesses allow their customers to track their packages.

ase 9:16-cv-80855-DMM Document 16-2 Entered on FLSD Docket 06/30/2016 Page 1 of 2

SEARCH

Donate to EFF

Stay in Touch

Email Address

Postal Code (opticnal)

SIGN UP NOW

NSA Spying

i eff.org/nsa-spying

EFF i5 leading the fight against the
NSA's illegal mass surveillance
program, Learn more about what the
program is, how It works, and what
you can do,

Follow EFF

We rated sharing-economy
companies on how they
protect your data from
government requests.
https:/ fwww . eff. org/who-

JUN 30 @ 9:34AM

Don't let the FBI relieve itself
of privacy obligations for its
btometrics database. Add
your name to fight back.

bttps://act.eff.ora/action/no.,

JUN 28 @ 4. 48PM

Thanks to @wtfpod for
matching donations to EFF in
June. One more day to
donate!

https://www.eff.ora/deeplinks

JUN 29 @ 3.52FPM

Twitter Facebook |dentica

Projects



In Jason's case, if we're successful at getting the ¢

ourt to agree that Shipping & Transit doesn’t S Inspies

own packe@SEr2idGr e RABR 9af2 M Mes DR GlerBRINh 46 1Rar BRiRKEM sORVELSABLIROCKet 06/30/2016 Pasge 20of 2

have issued in the first place, countless small busi
Shipping & Transit demand letter.

Jason Cugle is standing up for himself and his company. In doing so, he is standing up for all

Coders' Rights

nessas will no longer need to fear a similar

other small businesses who have received baseless demand letters from Shipping & Transit.

Through this lawsuit, we hope to make sure Shipp
small businesses again.

The complaint is available here.

r h Weak Links
Global Chokepoints
ing & Transit cannot extort money from HALIES By h
an ringipl

Medical Privacy Proiect

Have you recently been sued by Shipping & Transit or received a demand letter? Contact Open Wirelass Movement
info@eff.org. .
Patent Busting
Eair Use and Intellectual Proerty; Pefendino the Balance Patents Patent Trolls Privacy Badaer
Student Activism
Related Cases
Triple7Va m, L v, Shippi Translit Student Privacy
ill -
MORE DEEPLINKS POSTS LIKE THIS RECENT DEEPLINKS POSTS Takedow Il of
MARCH 2015 JUN 27, 2016 Teaching Copvright
Patent Trolf ArrivalStar js Back. Extorting Supreme Court Gives More Leeway 1o
id d ratin wer n Pat right;
the Shadow Will Lower Courts Champion Inngvation? Trolling Effects
DECEMBER 2012 JUN 27, 2016
30+ Exampl £ Prior A Help Comt c lati he Winners of EFF' Ways To Helo
rrivalStar's n 9th Annual Cyberlaw Trivia Night
JUNE 2013 JUN 27, 2016
rrivalStar: How to NOT Make Friends igital topia; tian Civil Society A
{nfluence People Risk
JuLY 2015 JUN 24, 2016
PSA: Shipping and Transit, LLC and igh :No N ri
lectr mmunication Techno DMCA Safe Harbors
LLC Are Not New Plavers To the Patent JUN 23, 2016
Troll Came ea e 5
JUNE 2013 Conaress
Bad N rP Trolls! FTC T
Under the Hood of the Trollmobile
DEEPLINKS TOPICS
T n | DRM Patents
T : Defendi
E-Veting Rights
Balan EAIEJM
Free Speech EFF Europe Pen Trap
[ i Electronic Frontier Alliance Palicy Analysis
] . Encrvpting the Wab
K Investi Pow i Prltiers
Export Controls Public Health Reporting and
nt n Hospital Discharge Data
. {i sY$
Know Your Rights . . d sibi
: Eile Sharing Asd
Erwac! ixin M
E'a]d mens nd L zmmﬂgmjmm RED
] A Engi
Search Engines
Security ETAA arc nes
Genetic Information Privacy Search Incident to Arrest
atg-— 5 ajwa
Hollywood v, DVD Section 230 of the



